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*e Exao^ne. is actually refening to fte fo™,^a appearing o„ page „„e .5 b^ausc „™= 
of the fonnulas appearing on page 5 utilize tlje symbol "k"). 

Applicants have careM^, cotuidetcd tlte Exao^ner's reje«icn an. tespectftUy assert that 
dte claims contply with the ™„en descriprion .,uirement. Tie originally ffled claims and the 
spcciflcation both show the f™„la at issue. Funhetmo,, dtete is a strong p«su.p,i„n that an 
-equate written descriptiou of the Cain,^ invenUon is present when the appUcation is filed /„ 
54, F.d 257, 263, 1,1 CSPQ 90, 97 (CCPA 1975) (-we are of the opinion that the 
PTO has the tniti^ buMen of p,.sen«ng e^dence or reasons why persons skilled in 4e art wo^d 
no. recogni. in the disclosure a description of the invendon defmed by the Cairns-,. See 
M.P.E.P. §2163, 

Applicants also question .he E-caminer's statement flta. ,he fottnuU is missing a radical 
Mcatittg a hydrogen with Jus. a line is no, uncommon in the domical art. 

Applicants t^pecMIy ,ubmi, that fte Examiner has Med to establish why a person 
Skilled ta the an at the time the application was filed would no. have .cognized that the 
inventors wete in possession of fte clahned invenUon in view of the filed application 
App^cants respectftlly submit tha, d. claims meet the.^tten descrip.„n requirement cf the 
tot paragraph of 35 U.S.C. 5 1 12 and tha, the rejection shodd be withdrawn. 

^ ^ ^ 

The Examiner has also stated tha, the claims are not commensurate in scope with an 
enabling disclostue. It appea. *a. the Examiner is asserdng t^t the claims fail to meet the 

enablement requirement of the firstparagraphof35U.S.C.5112. However, the Examtaer has 
not set forth an enablement rejection of the ciaims. 
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To fecilitate prosecution of the application. Applicants will comment on the potential 
enablemem issue. Applicants believe that the Examiner is refemng to the following language 
appearing in claim 1. 5, 61. and 4: "X and Y independently i^present an unsubstituted or 
substituted aliphatic, cycloaliplmtic. or aromatic residue witli MOO carbon atoms...", This 
language may be broad, but it has specific limitations and would not require undue 
experimentation in the chemical art. A person sldUed in the art would be able to detennine how 
to make and use the described invention without an exhaustive explanation. Due to the 
foregoing. Applicants submit that the claims should not be-rejected in the ft.mre based upon a 
lack of enablement. 

f * * 

Claims 10 and 15 are rejected under the second paragraph of 35 U.S.C. § 1 12. 
Regarding claim 1 0, the Examiner asserts that the term "ormocer" is a trademark. 
Applicants respectfully dispute that the tenn ' Wer" is a trademark in the United States and 
request that the Examiner provide evidence to the contrary. Applicants note that the United 
States Patent and Trademark Office has issued a final rejection of a trademark application for the 
tenn "ormocer" (Application Serial No. 76/340.306). Applicants fi^rther note that the term 
"ormocer" is a commonly used "technicus tenninus" for a whole class of compounds composed 
of organic-inorganic hybrid particles. 

Applicants submit that the meaning of "ormocer" is well-known and satisfactorily 
defined in scientific literature. This is evident from a review of the United States Patent and 
Trademark OfQce database and also from a review of databases relating to scientific literature. 
As such, the rejection of claim 10 should be withdrawn. 
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Regarding A= Ejection of claim 15, Exan>i«er a..er.. '•u^ addidv«" i, 
W.fi„i« in Ugh, of the use of "consWog of in fte preamble of .he claim. 

In reviewing a claim for compliance wift 35 U.S.C. 5 U2, second paragraph Ae 
Examiner c„n..<,er ,he Cairn a. a whole u> deicrmine whefter ihe cla^ apprises one of 
ordinar, ski., in «,e ar, of i. scope and. before, serves tt,e nolice iUncUcn required by 35 
U.S.C, § 112, second paragraph by providing clear warning .0 o*ers as .0 wha, co„s,im„s 
mffingemenrofihepaten,. See^o,o^„v. A:«.w^;^,c„,,..2,6F.3d 137. 1379 55 
USPQ2d ,27,. (Pe. Cir. 2000). ,f the ,ang^e of .he claim is such d.a. a pe..„ of 

how to avoid mfiingemenl; a rejection of the claim under 35 U S C S 1 n h 

uci J J u.j).i^. 5112, second paragraph 

would be appropriate. See Monon Int 7. Inc v Cardir,nl ru • , ^ 

ni i, mc. V. Lardiml Chemical Co., 5 F.3d 1464, 1470 28 

USPQ2d 1 1 90. 1 1 95 (Fed. Cir. 1 993). 

The test for definiteness under 35 U S r ^ n i j 

i^oer u.b.C. § 112, second paragraph is whether 'ihose 

sidlled in the a« would understand wha. is claimed when .he Calm is read in Ugh, of d,e 
specfica^on." 0„...„.«„, , s^.^ rr^, c..rs. /„c.. S«6F.2d 15«, 1576, i USPQ7d 
.081. 1088 (Fed. Cir. , .,6). Applicants respectfully submit .a. one slcilied in the an would be 
able to ascertam the meaning of "usual additive," hr light of *e speciileation. Cairn is 
^rely setting for* tha. 4e dental material can consist of 0-20./. „, of ■ W or -know„.. 
addt^ves. ™»'-^-notindeii„ite.^tho„ghtheExaminermayp,.fer.heuse„f 

■•a^.ives..wi.hout.he,e,m..sM".^B™h,ershouldnotreiect Claim .5 mercy because 
there is a desire to improve the clarity or Drecision nfth^ i 

ly precision of the language. Applicants respectilUly 

submit that the requirements ofj5U<?P/;in 

.5 U.S.C, § 1 1 2, second paragraph have been satisfied. 
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Claim Rejections - 3S as.C §§ 102 and 103 

Claims 1-7 and 9-16 are rejected as anticipated under 102(b) or obvious under 103(a) ir 
light of Yang (US 5,969,000). Erdlich (US 5,708,051). Sch^it-Iosten (US 4,1 77.563), (US 
5.081,164), or Ibsen (US 4.859,716). 

Applies,, respectfully sub^i, tha, fee rejection. ^ on Yang should be wi*draw„. 

Ini«ui„gtter=jeetio„.,h.Examinern«depa«ieute„fe.,„,e.ofo™uta(I)ofcto 1 »d 
«se„=d 4e form-ria encompass, fte eioxylated bisphenol A diu^l^.^^ 

polycarbor^rc dtae,hac,y,a,c condensation product of Yang. Applicants note, however, tha, 
fotmula (I) do« no, mclude methacrylic or actyiic resins. Therefore, Applicants submit that the 
claimed compounds and the compounds .sferenced in Yang are different 

Applicants respectfully submit that the rejections based on Erdlich should be withdrawn 
Applicants respectflolly assert that the clahned invention is no, anticipated or obvious in light of 
Mich, which discloses dental n^terials based on polytmedj^rylates. The present application 
Claims detail dental matedds based on monomers of fo„nu,a », which does not include 
poly(meth)acrylaies. 

Applicants respectfidly submi, that the rejections based on Schmitz-Josten should be 
withdrawn. Applicants respectfully assert that the claimed invention is no. anhcipated or 
obvious in light of Schmitz-Josten, whid, discloses dental mate^als comprising polymerizing 
Plastic materi^s. The specification of Scmitz-Josten (col. 4, lines 22 to col. 0) and .be examples 
exhtbtt that .he polymen^ing p,a„c materials are based on acrylate resins. The rejected cl^s 
detail the dental materials are based on mono^cs of fom,rda (,), *ch do no, include 
.cryla^s. Moreover, tite invention of Schnntz-Josten e. al. refers to dental fillmg materials 
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based on ohc^caJly h.de^ 2 sys^. ^ ^ ^^^^ 

curing material. 

Applica:... ^specriuUy submit Ac «j«<i.ns ba.cd on lai and Itacn should be 
-vithd.™. TT=-P-n.sde^,deu«,„b^edo„n.d:^U„„„„^^. 
»n C^s de.,^ „ ^^^^^^^ ^ ^^^^^ ^^^^ 

not include methacrylates. 

Furt.en.ore, .he E>can,iner has failed to es.b,i.h a„.,, ,,se of obviousness based upon 
the cited pdor art patents when issuing rejections of these claims. 

• » » 

Clato^MOandlMaarerejectedasanticipatedorobviousinviewofPalazzono (US 

4,889,792) and Oxman (US 5,980,253). 

nte specifications of Patazzono ,iven ,n col. 2. line ,4 to col. 3, line 1 1 show that the 
mvendon of Pal«zotto refers to photoioitiator systems to polymerize compositions based on 
acrylate. metl^cy,..., styrene and vinylester monomers, ri. compositions of Palazzotto fa.l 
.0 describe conaposidons based on ™yl chcrs (cf in experiments of the ,r^, i„,„«„„) 

Applicams respecfl^ly submit that the claimed invention is not anticipated or obvious in view of 

Palazzolto. 

The experiments of Oxman show the use of mertacylatc and expox.de resins, which ar. 
different than fo^ula Therefc, the invention is not anticip^ed or obvious by o>o.an. 
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Tk. Exaxniner states that the claims 1-16 are rejected as anticipated or obvious in view of 
Trom et al. (US 6,444,725). 

n» «™pl« of Ttom « andthe speoifioation in col. 6. line 41 to ool. 7, line 17 show 
th« iniaator system in U,e examples of Trom =, .1. is used to iniflate a fee radical 
polymerization of methacrylates with light ,o hanien d,e det^al eompositiod. 

The independent claims of the present applicatfon recite dental materials comprisinB 
ntonomers of fbmula (I), which are nor methacrylates. Therefore, the invention is no. 
anticipated or obvious in view of Trom. 

^ * 

Claims 1-7. 9. 10 and 12-16 are rejected a^ anticipated or obvious by Rheinb^ger e. al, 
(US 6.180,688). -nre examples of Rheinberger teach compositions based on methacrylate resms 
Which are different than fom,nta „, Therefore, the claims are not anticipated or obvious in view 
of Rlieinberger. 

* * + 

Claims 1-16 are rejected as obvious based upon Yang (US 5.969,000), Erdhch (US 
5,708,051), Schnnt-Josten (US 4,177,563). IM (US 5,081,164), or Ibsen (US 4,859,716) in view 
of Pala3zotto (US 4,889.792) or Oxman (US 5,980,253). 

Applicants respectfi^Ily submit that the Examiner has failed to establish a^n../.^^^^ 
case Of obviousness based upon .he aforementaed references. As discussed above, the primary 
references each have specific deficiencies tha, wo^d no, be alleviated upon considemtion ofthe 
secondary references Palazzoito or Oxman. 



Received from < > at S/30103 3:19:26 PM [iastem Daylight Time] 



7 



■riAY-30-2003 FRI 03:24 PM 



FAX NO. 



P. 14 



App. No. 09/82 1 ,737 
Docket: 041724.003 

CONCLUSION 

Applicants respectfully request allowance of the application. If any additional fees are 
due in connection with the filing of this response, such as fees under 37 C.F.R, §§ 1,16 or 1.17, 
please charge the fees to Deposit Account No. 02-4300. Any overpayment can be credited to 
Deposit Account No- 02-4300. 



Date: January 27, 2003 



Signature: 



RejB^tftilly submi 




/^andon Boss. Reg» fsFo. 46,567" 
Cp^mith, Gambrell & K^issell, L.L.P. 
^1850 M Street, N. W., Suite 800 
Washington, D.C. 20036 
Telephone: (202) 659-2811 
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